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DETAILED ACTION 

The following office action is a responsive to the Amendment filed, 05/03/04. 
The amendment filed 05/03/04 affects the application, 09/787,196 as follows: 

1. Claims 1-4,6 and 1 1 have been amended. Claims 5,9 and 10 have been canceled. 
Claims 13-40 have been withdrawn. This leaves claims 1-4, 6-8,1 1 and 12 to be 
examined on the merits. 

2. Applicant responds to the rejection under 35 USC 112 and 102 by amending and 
canceling said claims. 

The responsive to applicants' arguments is contained herein below. 
Claims 1-4, 6-8 and 1 1-40 are pending in application 
Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-4,6-8,1 1 and 12 are rejected under 35 U.S.C. 1 12, second paragraph, as being 

i. 

indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims, 1 and 4 recite the phrase "a group having capable of hindering base pairing 
However, the claim is indefinite because it is unclear which group(s) is capable of hindering 
base-pairing. More specifically, this phrase is vague and indefinite and, one of ordinary skill in 
the art would not be reasonably apprised of the scope of the invention. Furthermore, it is unclear 
whether or not it is imperative that the group(s) has to hinder base-pairing, since the group only 
has to be " capable of hindering base-pairing". 
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Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 1-4,6-8, 1 1 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rappaport (US 5,126,439). 

In claim 1, applicant claims "A method for forming a selective base pair, the method 
comprising the step of contacting (i) a nucleic acid having, as a base, 2-aminopurine, which is 
substituted at position-6 by a group capable of hindering base-pairing between said 2- 
aminopurine and thymidine, uridine or cytosine, and (ii) with a nucleic acid having 2-oxo or 2- 
hydroxy pyridine as a base." Claims 2-4 and 6-8 are drawn to a method of claim 1 involving 
specific groups and groups with specific capabilities. Claims 11 and 12 are drawn to said method 
wherein the base pairs can be recognized by specific polymerases. 

Rappaport discloses a method of forming a selective base pair, the method comprising 
contacting nucleic acid (DNA) having as base, the 2-aminopurine (6-thioguanine), which is 
substituted at position-6 by a group (-SH) capable of hindering base-pairing between said 2- 
aminopurine (6-thioguanine) and thymidine, uridine or cytosine, with a nucleic acid having 5- 
methyl-2-pyrimidinone (see example 3, col. 17, line 40 to col. 19, line 37). Rapport disclose that 
the base pairs can be recognized by DNA polymerases (seecol. 19, lines 14-37). 
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The difference between applicant's claimed method and the method of Rappaport is that 
Rapport dose not specifically exemplify the use of a 2-oxo or 2-hydroxy pyridine as to form a 
base pair. However, Rappaport discloses a genus that encompasses, fully embraces or conforms 
to the structure of 2-oxo or 2-hydroxy pyridine (see claim 1 especially the structure in col. 20). 
This structure is equivalent to 2-oxo or 2-hydroxy pyridine when X = carbon, R 3 = O, R4 = R5 = 
H). Furthermore, Rappaport discloses that the said base can be used to form a double stranded 
genetic sequence consisting of DNA (see claim 1). 

It would have been obvious to one having ordinary skill in the art, at the time the claimed 
invention was made to have used the method of Rappaport to form a selective base pair, with 2- 
aminopurine such as 6-thioguanine and any base suggested by Rappaprt such as 2-oxo or 2- 
hydroxy pyridine to form a double stranded genetic sequence of a DNA duplex, since Rapport 
disclosed that said bases can be used to form artificial base pairs. 

One having ordinary skill in the art would have been motivated to use the method of 
Rappaport to form a selective base pair, with 2-aminopurine such as 6-thioguanine and any base 
suggested by Rappaprt such as 2-oxo or 2-hydroxy pyridine to form a double stranded genetic 
sequence of a DNA duplex, since Rapport disclosed that said bases can be used to form artificial 
base pairs. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C. Henry whose telephone number is 571-272-0652. 
The examiner can normally be reached on 8:30 am to 5:00 pm; Mon-Fri. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, James O. Wilson can be 
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reached on 571-272-0661 . The fax phone number for the organization where this application or 
proceeding is assigned is 703 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703 308-1235. 



MCH 



f\ JAMES 0.WILS0N 
IPERVIS0RY PATENT EXAMINER 
TfCHNQlQQY CENTER 1600 




September 29, 2004. 



